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It RELATE!) APPEALS AND IN TERFERENCES 

There are no related appeals or interferences known to Appellants, Appellants' legal 
representatives, or assignee that will directly affect, be directly affected by, or have a bearing on 
the Board's decision in the pending appeal. 

III, STATUS OF THE CLAIMS 

Claims 1-10 and 13-18 are pending in the application. Claims 1-10 ana .$ suu\» 
final ty rejected. Claims 1 1 and 12 stand canceled. No claims stand objectec. to, wunaraw,. u' 
allowed. 

Claims i - 1 0 and 1 3-18, as they currently stand, are set forth hi Appcnmx A. Ara>eh,vr * 
hereby appeal the final rejection of Claims 1-10 and 13-18. 

IV, STATES OF 1.11 & AM EN DMENTS 

No amendments have been filed subsequent to the final rejection dated August 25, 2006. 
All poor amendments have been entered. 

V, SUMMARY OF' CLAIMED SUBJECT MATTER 

UxL-pcndcni eLmn 1 js directed, to an o0 fiber apparatus for use m cong; vin>n w Ub an 
anomal eomhusueo engine i specs fkath-n, page I lines 14-15*. fhe elements »u clam : ,nv 
showa m np.ue> 1, ~ and 4 The oil fslkr tslunus m I ignres 1 ,vxl 3 as reference number >o ,nal 
doses ibed k the specification beginning at page 6. line 18; sbuv. u m Hgurt, 4 .;s n fiaence raanKr 
2ks and dt.scMtvd m the .specification begmningal page 1 1, line \ ^ hrckuks a Hkw hou^m^ 
>^lu>\\ o m I'soiK i .ak. 2 as ^ 'V.v-nee number 1 1 and m Figure 4 as feiexnae ausnbe 2111 
ha^mg an mki i shown m Figures 1 and 2 .is reference ntunKr 2^ and an ouiki *sbov>r- su 
Figures i at\l ~ as ief«. renee number 34) and detinmg a chamKr (sitov n m I" »gareo 1 and ? a°* 



^ v K\ n, ^ N HM'^r \' \ ir„ \ j- k ore? v.i s he? s_ , t \ *. \ 

(shown with arrows in Figures 2 and 4 and described in the specification at page 6, lines 1 9-2(0 
between the inlet and outlet, A mechanically active filter element (shown in Figures 1 and 2 as 
reference number 15 and in Figure 4 as reference number 215} and a chemically active filter 
o ,"o > ^ „ e>» ark 2 a* ^ c\?ivi w »">. v n I ^* •* - i o\ \ % \» 
\v. > v'vx v -a nc vi^iv-f + .ehoApaL! ) v.cte»\.a>\ * \o \ > ok ?ea 
made up of a plurality of particles (shown in Figure 1 and 2 as reference number IB and in Figure 
4 as reference number 218? including one or more oil. extending additives (specification, page 6, 
lines 21 -24). The plurality of particles { 1 8, 2 1 8) has an average diameter rrom 0. 1 to 6 
millimeters and has interstitial spaces therebetween (specification page 8, lines 1.2-16). The 
particles are made primarily of a beneficial additive which is released into the engine oil as the 
en x me -m emu! ue° thtou^h the mkrvmul >p,u es (specification p^v. Is- hue.- 1 1> V * Asshole, 
in Figures 1. and 2, oil filter assembly (10) provides for mechanical filtration to take place prior to 
chemical reaction of unwanted contaminants from the oil with the beneficial additive of the 

> ! '> u pagv u v * J s i ' > I <■ ? » 

Impure 4, oil tiller ^sernbU Ct^i prowdes for ehunscu reaction of nnv\ anted contummurjo 
which may be present in the oil with the beneficial additive of the chemical filter element (216) 
prior to mechanical filtration (specification, page 12, lines 9-11). 

Claim 3 depends from and recites all of the limitations of claim. 1. The particles ( 18, 21 8) 
recited in claim 3 further comprise a polymeric binder selected from the group consisting of 
polyainides, polyimides, polyesters, polyolefins, polysulfones, and mixtures thereof 
(specification, page 9, lines 15-16). 

Claim 4, also depending from claim 1, recites an oil filter (10) wherein the mechanically 
active filter (15) is substantially cylindrical in shape and the chemically active filter (16) is also 
s b N \i , » apt. .SjV.juoi p,e>v ~, as H> 20 i.ulvv' ?i ^ t 

cbenneaiiy active filter is disposed radially and coax.iai.ly inside the mechanically active filter 
(specification, page 2, lines 18-20). 

Dependent claim. 17 recites the oil filter of claim I, and farther claims that the beneficial 
additive comprises an antioxidant that is at least one of the group consisting of imidazoline- 
phosphonaie salts, substituted triazoles, suifnrked carboxylases, phenolic compounds, arylammo 
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didiiophosphates, and zinc dialkyidithiophosphates, aromatic sulfides, aromatic polysuifides* 
alky! sulfides, alky! polysulfides, aulii.iri.zed olefins, sullurized earboxylk acid esters, sulfurized 
ester-ukiks, .unl ms\ni?vs uvreot ^specukaiwn, page dues 4~ lV > 

0 a v. s. M : n ^ 0< " Mikp-J dtPl t. 'j 0^ ' 0 ! "*v N v v ^ v.l 

has all the elements of the embodiment recited in claim 1 but additionally defines the 
configuration and placement of the respective mechanical and chemical filters and related 

> •> u v « u \ pa^e \ \ ik- !'> I v . km* <r ^ a ° " v. ^ < v > ^ ^ 
k 2 : . 5, and 6. 

In this embodiment, an oil filter, shown in figure 5 as reference number (3.10), comprises 
0^ >o n i ^ " <n i- i 'an o ate t^-hon , h f « O' 1 j>fu - ■> dh 1 

w V v. v (> x \ <. ~ i 1 )) ^ pi iv v ik ? t ^\ v v i 

!>< ^<< v > a •> »\ , U apeiiv to ; , f ov i s ■> I i „> v> ar\ ~ v-'eie'v \ <mv „^ 
described in the .specification at page 7, line 11} loaned therethrough and an Met aperture 

i U s n i v 2 i 'ou. i n*xa ! dv.Nv.nlii- ^ •>■> v. \ ! v s 

1 1 v !\v v. N ^ ta >o vJap bon ! c itiv'a^" v % \ v. a w it. 
filter element, as shown, in Figure 5 as reference number 315, is disposed within the housing and 
spaced away from the tapping plate. A substantially cylindrical dividing wall (labeled as 
reference number 403 in Figure 6, not numbered in Figure 5) is disposed within the housing 
adpkvat to the uppmg p\ue IhcdnulingYsall dcliiks an mki How •, hanncUoho\\n w tba^n\s 
in the Figures) on the outside thereof within the housing and in -fluid communication with the 
o ! ^ n rut i dMJn^ai tn*?u. od,« -• 1 o nk v a 1 

v i », k o vVk a v r ^ u i nk i \ 'o? ap^n „ ot si - uij ps * f tk \ i o i <.aj 1 t v. 
filter member is disposed within the inlet flow channel of the housing between, die tapping phue 

' v \v n «v Mom Mt r*K chemically active filter member (316) comprises a 
plurality of particles (318) retained in the oil .filter (3 Ids and having a diameter in a range of 0. 1. 
of -rn.avtfi v< no i jo* %u o irv lotepav>e ,iivkt n * oc- .m^o\, o 
of a beneficial additive to interact with engine oil as the engine oil circulates through the filter, 
the beneficial additive consisting essentially of an antioxidant, a basic salt, or a mixture of a basic 
salt and an antioxidant said antioxidant being selected from the group consisting of imidazoline- 



phosphonate salts, substituted tr.iazol.es, sulfurized carboxylates, phenolic compounds, arylamino 
compounds, substituted thiazoles. substituted thiadiazoles; phosphosulfurte-ed olefins, zinc 
d<thiophoaph.u> -\ ,aui /me dndLytdUhiopho^pdatc\ aromau. sulfides, ajosnam polypi fides 
alkyl sulfides, alky! polysuliides, suifunzed olefins, suifurized carboxyiic acid esters, sulfurked. 
ester-olefins, and mixtures thereof (specification page 9, lines 4-9). 

^dependent claim i 3 is directed to a supplemental cartridge to be used in conjunction 
with an oil filter * specification, page .14, lines 7-10). As sbown in Figure 6., the supplemental 
cartridge (404) comprises a hollow housing (405) having a tapping plate {407} for placement 
proximate an engine surface (specification, page 14, line 19- 25). The tapping plate has an outlet 
aperture (434) formed substantially centrally therethrough and an inlet aperture (432) formed 
therethrough and spaced apart from the outlet aperture (Figure 6: specification, page 15, lines 4- 
10). A cover plate or cap (408} is disposed opposite the tapping plate for placement proximate an 

t" w < v. , N ^ . * an < 'h a^vr'sK oi *u d sub&untt.tl \ en* >x s k v i Ou< , <o 
outlet aperture (412) formed therethrough and spaced apart from the inlet aperture (specification, 
page 1.5, lines 1-4}. An outer wall (406) connects the cap and the tapping plate (specification, 
page 1.4. lines 22-25). A substantially cylindrical dividing wall (403) is disposed within the 
housing and separates the housing interior, as shown by arrows in Figure 6, into an inlet flow 
channel in fluid communication with the inlet aperture of the tapping plate, and an outlet flow 
channel in fluid communication with the outlet aperture of the tapping plate (specification, page 
15, lines 12-15). Also included is a chemically active filter (416) which is disposed within the 
inlet flow channel of the housing (specification, page 14, beginning at line 14). The chemically 
,ici \ nltei xoirprhvs a phiralny of panicles (41$) hj^mg a duvmelcr-m ,\ ranis, -u ^ I to o 
millimeters, and consisting essentially of a beneficial additive, the beneficial additive consisting 
essentially of at least one of an antioxidant, or a mixture of a basic salt and an antioxidant 
(specification, page 8, lines 12-13 and line 20 to page 9, line 9). This design ensures that oil will 
pass through the chemically active filter before it reaches the mechanical filter and provide more 
and longer lasting interaction between the oil and chemical filter (specification page 16, lines 13- 
16). 

Chum 1 6 depends from claim 1.3 and recites a supplemental cartridge (404), shown in Figure 
7, that further comprises an auxiliary inlet tube (437, 438} attached to the outer wall (406) of the 
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bousing (41.1 1 and being in fluid communication with the inlet flow channel thereof. This 
embodiment also comprises an auxiliary outlet cube (437, 438) attached to the outer wall of the 
housing which is in fluid communication with the interior thereof. 

Independent claim 1 8 is directed to an oil filter having a chemically active filter comprising a 
plurality of particles retained in said oil filter, wherein particles comprise from 90 to 97% by weight 
of a beneficial additive to be released into engine oil as the engine oi i circulates through the oil filter, 
based on the total solid weight of the particles (specification, page 8, lines 9-11; page 10, lines 13- 
14). The beneficial additive comprises at least one of an antioxidant an anti-wear agent, a basic salt, 
or a mixture thereof (specification, page 8, line 23 to page 9, line 1 ). This embodiment, as shown in 
any of the Figures and particularly Figures 1 ., 2 and 4, comprises a housing (I I) defining an inlet fluid 
opening (22) and an outlet fluid opening (24). The mlet fluid opening and outlet fluid opening define 
a fluid path (shown by arrows in Figures 2 and 4) through the housing. A mechanically active filter 
(15) is disposed inside the housing aid in the fluid path such tnat lluiu <. v ,ng through the fluid path 
must pass through said mechanically active filter member. A cnems.Ccs.nv active filler member ( 1 6) is 
disposed inside the housing and. in the fluid path such that fttuu tlovv u v ( lough the fluid path must 
pa^s tt rough me chun ical Is aetiu filter ok mber (Figures 1,2 nv<~ spte> ".canon, page 6, lines 1 S to 
page 7, line IS; page 1 1, iinel3 to page 12, line 18), 

V L G ROUNDS OF REJECTION TO BE RE VI EWFB C >\ \ PPI VI 

A. Claims 1, 2, 5-1 0 and 18 stand rejected under O.S * * w u 
unpatentable over U, S. Patent No, 5,069,799 to Brownawell et ai. (Ut \ «. ^ «. n 

B. Claims 3, 13-15 and 17 stand rejected under m u.&\ s i ( * ^ » <. 
unpatentable over Brownawell and further in view of U.S. Patent ;s ■» s 1 > <. \ >o i v 

(hereafter DeJovine). 

C. Claim 4 stands rejected under 35 U.8.C. §10\Ma* as i i * up t 
Brownawell and .further in view of U.S. Patent No. 5,725,031 to Bi si v \ xh u t \ s 



IX Claim 16 stands rejected under 35 U.S.C. § 103(a) as allegedly unpatentable over 
Browr-awell. DeJovine, and further in view of U.S. Patent No, to Robers et al (hereafter Robers}. 

YO. ARGUMENT 

A, Claims L 2, 5-6 and 18 are Non-Obvious over Brownawell. 
JL Claims l, 2 mid 5-6" 

Brownawell describes filter system for lubricating oil that requires three different types of 

filter media, i.e., chemically active filler media, physically active filter media and inactive filter 

media (Abstract). The chemically active filter media is filter media that, chemically interacts with 

the lubricating oil by process such as chemical adsorption and acid/base neutralization. The 

physically active filter media interacts with the lubricating oil in non-chemical ways such as 

physical adsorption. The inactive filter media removes particulates (col. i , lines 55-65). The 

chemically active filter media can be supported on a substrate or unsupported. When supported 

on a substrate the substrate may be in the form of pellets, cylinders or spheres (cot. 1 line 66 to 

col. 2, line 8). The physically active filter media may use the same substrates as the chemically 

active filter media as well as altapulgus clay, dolomite clay and molecular sieves (col. 4, lines 16- 

1 9), The physically active filter media may be mixed, coated or impregnated with one or more 

. l jj\i%e> no*n, > v xki .< luKsvatire os I hose aaom%e-> a. v. \i vuubu n,^ m Ik \ owly 

released into the oil to replenish the additives in the oil as they are depleted (col. 4, lines 20-34). 

Brownawell teaches that better oil flow distribution is obtained with a two stage filter design. 

Brownawell further teaches a preference for the active media to be arranged in a '"deeper bed" 

because a deeper depth is more effective for chemical and physical limitations than a shallow bed 

depth (col. 6, lines 37-45), 

a. Brommweil does not disclose Applicants' churned chemically active filter 
niemher and thus fails to disclose all of the required claim limitations, 

.V \>> ^ . . ^. L$sov\Ka\\e.> *-ac c?. u.„c sepaicte Tspes o! Hie- n\\L<.- >ven ic.i , 
physical and inactive. However, Brownawell fails to teach Applicants' chemically active fitter 
^ e » b s ■> » "u 1 h 1'qvud! i.'ujm^ \pM >.<>. ^ the ? k< S<<. sw mu k ,i \< 
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releases beneficial additives •••• combining the function of both BrownaweiFs physeial filter media 

itu!v.r\i no" ib^'k p iJhi^vbnspo ioe a mo >k ''lu < t > ■> i 

chemically active and releases beneficial additives •••• as opposed to the two types of filter media 
that are required by Brownawell to do these jobs. That is. Applicants' chemically active filter 
member provides the functions of Brownawell' s chemically active filter media as well as 
BrownaweiFs physically active filter media. 

Thus, Brownawell fails to disclose a single finer memoer/mcd k. ^ 1 o $ <• V* 
functions and as such Brownawell does not te«v!» v\»» -ui o v\ a x eU *» c of J e «. avi \ 1 <> , ° 
obviousness rejection to be proper, the Examiner must meet the buu a or v-».i m. > rS H r„ 
facie ease of obviousness- In re Fine, 5 l).S.P.Q.2a it>y6. 159s it-e>. * ^ -t i f . 
prima facie ease of obviousness requires that ah elements ot me msei\ on R ,v *. u, I 
» v v 4%K"\ P ^ 1° 0 X 

b. The Examiner has used hindsight in attempting to argu«, that BromraweB 
discloses all of tin- required claim limitations. 

Brownawel! also fails to teach or disclose the instantly ciaimul a\ e>a$ t pa* heU> svo tot 
either the chemically active filter media or the physically acnve filter media i hv Pxaminer lias 
asserted that choosing particles having an average particle size of u » v o >m *rw,er\ would be 
obvious to facilitate handling of the treatment material The Exammot h is lao k't assutoo that 
"... the panicles in the chemically active filter member of th:* t detent do %o 
must inherently have some average diameter. One of ordmaix sK» 1 us me of 
treatment art would readily recognize that particles having an a^ e^agc u\ en. to 1 ' 
significantly below 0, 1. millimeters could cause handling problem.- us i v ic.o^euee 
device, since powders are more difficult to handle than are larger granules. One of 
ordinary skill in the oil treatment art would also readily recognize that particles 
having an. average diameter significantly above 6 millimeters could cause 
problems in the reference device, since the interstitial space between these 
particks could he too great to produce adequate contact between the chemically 
active media and the oil undergoing treatment. Accordingly, this skilled artisan 
would have been motivated to select particles having an average diameter within 

g 



the recited range, in order to avoid the above noted problems. 
iOfrsce Action of 8/25/2000. page 5, emphasis added.) 

ApptdUms mnst respect hill) note that thess. shiiemeuis could no' base been m; da ut the 
ah^eaoe of \np- Janta toaean^s and are nouiteie pro\ nice for in Bro\>nav>ed 

1 or example, the P TO pro\ id&s no support for ho cone lusion that usu wnud x/s<\ e 
<Vt'u'* >•>? t/it .^v/" n';a ^ owhl /v too gfro> to vroihit. c nLyihih- s ot'iuW /vnu't r. ;/,v < ?V«;.\ o/a 
jct;w 'VitiHi avj ihi os ! iifhiW$t>;np itViiimcm" Whcc other than Appellant^ touching, Joes 
one os skdl hi ihe an tu d am such leaching? \\h\, other than Xppt'Uants' teachnjgb. -A*<nid one 
of skill ai fte an reach such a conclusion''' Indeed, whore does the prior ai i meo : sun or suggest 
the Iroporiaisee emoiersimai spaces. lei alone particularly si/ed ime-simal spaced rebuking trom 
the selt,ctu<n rsarUcularlv sized particles? Rfovuumeil addresses the issue o?\m nan Urn h\ 
die depds of rUt dho> media bed and makes no mention of parnele sn-e Kvl. <\ hno^ 5 >~-*t5t In 
contrast the si. c ^uhe Applicants' required interstitial spaces allows k>i a particular amount of 
contact as the oil circulates through the interstitial spaces, 

\ppelhna v can onh conclude titut since the i.ss le of parnele si?e appeao m ot igusaie onK 
ot the pending application the Hxaminer has fallen prey to the insidioito . fll-cis ofihndcaght The 
C WC has stated 'V imbue one of ordinary skill it! the art v\Uh knov\ ledge *u tbc -mention m 
suO, \Uies t> ^ o ' <. \ u u or »ckktu ui of Keor<Uon\ v'\ or suggest thai kn-n\ ledge s> k 1 
tall vietin to v s o oi <. k«. >» * nm si<>ht ->\-ndrome wherein that which only the inventor 
taught is asa « - -tu.au l ! < « >iA Ivtx »«< , v. Garhck 220U.S.F.Q. 303, 312- 
313. (Fed. Cm 1983). 

Thus, Brownawell. fails to disclose a ehet really aetn c niter member h<n iog the K\|ua~tu 
interstitial space? thosePetwecn. wherein the si/e of the interstitial spaces is a result of the 
particularly selected average particle diameter. 

2. Claims 7-10 

Independent claim 7 discloses pn'kuin on k i< k>-» i * t n 1 ni f> >» i n 
disclosed in Brownawell. For example vhi ~ lequi e- v \ mp \ n< x u.'ik k u« 

filter is "spaced away from said tapmn^ »latt { i vonh<i-v w e n t «w * 



N * ,\v v 'nv u I', the hoasirc 

Claims 8-10 incorporate the limitations of independent claim 7 and are thus also 
patentable over Brown aweil 

3. CMi.ll 

Independent claim 1.8 adds additional, limitations to independent claim 1. T hese 

. ^ i ,N e <no w^h* r K\iik» <.u 

Specifically, claim lis teaches an additional limitation that the individual particles have a 

high (90-9? percent concentration) of beneficial additive in the particles. As discussed in 

Appellants* Specification, Appellants use a solvent based method for forming particles which 

allows high concentration of beneficial additive particles and low concentrations of binders 

(Appellants' Specification, p. 10, line 23 to p. 9 line 4). Independent claim IS requires particles 

vOVis, < < ,v ^u^iot tx.rc T un adc v N v. <,>^ip ^iu > ^ >» < o* [ u 

antioxidant, an anti-wear agent, a basic salt, or a mixture thereof 

a. BrowaaweH does not disclose all claim limitations, specially the high 
concentration of beneficial additive particles required in claim 18. 

The PTO relies on a reference that does not teach producing particles by the specific 
method of taught by Appellants specification and therefore would not have the high concentration 
of beneficial additive particles as taught and disclosed by Appellants specification.. 

The PTO continues to hold that 'it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to employ the recited amount of beneficial additive in the 
reference particles, in order to ensure that a sufficient amount of additive is present in these 
particles to adequately rejuvenate the oil under going treatment" 

Further, the PTO states ''Appellants should note that the particles in the chemically active 
filter member of Brownawell "799 must inherently have some percentage of beneficial additive: 
and thai one of ordinary skill in the oil treatment art would readily recognize that particles having 
a greater concentration of beneficial additive would be more efficient in treating oil than would 
particles having a lesser concentration of additive (See Office Action of 8/25/2000, page 5). 

However, a rational to justify a modification does not take the place of the suggestion in. 
the prior art to make such a modification. There must be a teaching in ih& prior art for the 



proposed combination or modification to be proper. In re Newell. 13 U-S.P.Q.2d 1248 (Fed Cir. 
» v v> v «»» » \e< «!v teaming of a primary reference could be modified to arrive 

at the claimed subject matter, the modification is not obvious unless the prior art also suggests the 
desirability of such a modification. In relaskowski, 10 U.S. P. Q. .2d 1397, 1.398 (Fed Cir. 1989). 

Appel lants respectfully submit that since Brownawell l ?99 does not teach Appellants" 
specific low solvent process for producing individual particles having a high, concentration of 
additives or the desirability of such a high concentration. Therefore, one of ordinary skill, in the 
art would not read Brownawel l to teach or suggest the required 90-9? percent concentration. 

Finally, Applicants note that the high concentration level of claim 18 may not be ignored. 

h. There is no expectation of success for the proposed modification of 
Brownawell. 

Appellants note that there is no expectation of success in Brownawell for using a 90-97 
percent concentration of beneficial additives. While the Examiner has asserted that it's obvious 
that a higher percentage is better it appears the Examiner has failed to fully consider the 
implications of using such a high percentage of additives - notably the rate of release, potential 
unwanted side reactions depending on concentration and the like. 

Appellants respectfully assert that in the absence of a teaching with regard to 
concentration there can be no expectation of success due to the unpredictability of the system - a 
lubricating oil (at times a hot lubricating oil), additives and oil degradation by products. In 
chemical processes the adage ''more is better" is not always true as an excess of a particular 
reagent in some systems can cause a different reaction to occur. 

Accordingly Brownawell tails to disclose or suggest ail of the required claim limitations. 

B. Claims 3, 13-15 and 17 are Non-Obvious over Brownawell and DeJoviiie. 
L Claim 3 

DeJovme discloses compositions comprising solid particles combined with a solid 
thermoplastic polymer having a controlled rate of dissolution in lubricating oil (abstract). The 
solid particles include materials known to provide improved lubricating properties to the 
lubricating oil (col, 4, lines 51-58). The thermoplastic polymer may be chosen from a range of 



.materials including ethylene-propylene copolymers, polymethaerylates, polystyrene and partially 
hydrogenated block copolymers (col. 3, lines 1 8-56). The composition of solid particles and 
thermoplastic polymer may comprise additional additives and is molded into the form of a disc 
whicn is placed m an oil rilter ccoi. 1.2, hnes 1 1-56). 

The secondary reference DeJovine is relied upon for its disclosure of a relatively insoluble 
polymer support media. Claim 3 continues to stand rejected on the grounds that it "would, have 
been obvious to one of ordinary skill in the art at the time the invention was made to employ the 
polyoiefm of DeJovine as the 'polymer matrix' of Brownawell '799 since this polyolefin is 
capable of supporting the calcium carbonate or calcium hydroxide of this primary reference in the 
required manner' (Office Action dated August. 25, 2006, page 3), 

The teachings of DeJovine fail to rectify the above noted deficiencies of Brown awe II *799 
in regards to the elements of independent claim 1 as discussed above in Section A. DeJovine, 
while disclosing a single composition which may be chemically active and release beneficial 
additives, does not teach or suggest using this composition in particle form ■■■ only in disc form. 
As such DeJovine cannot teach the average particle sizes that are lacking in Brownawel! or 
remedy the fact that. Brownawel! fails to teach a chemically active filter member comprising 
particles thai release beneficial additives. 

Because claim 1 is nonobvious over the cited combination as discussed above, it is 
submitted that claim 3 is .likewise nonobvious. 



2, Claims 13-15 

Independent claim 13 discloses a supplemental cartridge for use with an oil -filter. The 
inventions of claim 13 and dependent claim 14-15, are similar to independent claim 1 in that, they 
likewise require the use of a chemically active filter member having a plurality of particles 
wherein the particles have an average diameter of from 0.1 to 6 millimeters. Claim 13 also 
Mi st t i i il'*u Mviunhol t i s le of an antioxidant or a 

•f v h i o> u n i * 0 i \m ntss^a Ho t ^ t the combination of 

fht s \ it -v i $ k cl Kppla ! i^i^s \ rage pariiCie dunneui and 
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i t. i ik s i u u h start sn a i » uc is i o \ > k s o 
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«. n\! iMis S ul ntu nn li!h ; j t\ ^ s i i i v* s mt' 5 . ~< 

, p t > A ^ 0 \ s\ \ ! ^ 4 S 1 

."mice actions. 

iv fiov , u!«nd IX, k* n«. i s to disclose the particular structural 
< v I si « > 1 ^ impu uasu 1 » quires a tapping plate and a 

v '* v s paiui xv iv u> u s< id i pping plate". However, Brownawe!! 

u tapp n, p* it ana «u nanically active filter thai is ''spaced 
M t pink ila' Btowia v, only seems to teach filter elements 

v < uppiu, >l vs\->w l I <jik 2 and column 4, line 50 - column 6 
>~ <• s» I'll In)' h$. bsv. it u Deiovme. The only leaching of 

i vjemem 4 which does not appear to oe spaced away horn a tapping plate 



1 . similar to claim 3, depends from claim 1. and requires that 
tip * least one of a group of particularly selected antioxidants, 
at La-, "> i ; antioxidant in this group (col It lines 40-63), this teaching 
v J*. v T k o.t tne combination of DeJovine and Brownawell as pointed 

,i uia r 

1 uii n ~* >s V> t Obsmm a> u Btovtmrocll and Bdski 

h i-\ s s vn^s.ii'o PHI \ o ed in col 2, lines 48 -6 1 , the PTFE 

- s -> s v isp i cd hv t' c v.ormng oil at nrst engine start up. Thus, the one time 

vn •>» A i «.to\i'j H t} v baMs tqt a ivnts of Appellants' claimed oil filter, 

t ! v v. v v * h I x k uk ki 1 rs oil. circulates through the tiller. 

\j > v.k v. m k v< k, di * snail parPd s ' }s racial to having the PTFE completely 
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displaced by the incoming oil. One of skil l in the art would thus expect that small particles sizes 
would leach away from the retention of panicles in a chemically active filter member as is 
required in Appellants'' independent claim 1 . 

Claim 4 depends from claim. 1 and contains all the limitations of claim L It is respectfully 
submitted thai Bilsfci cannot rectify the above noted deficiencies of Brownawell with .regard to 
claim 1 . Because claim 1 is nonobvious over the cited combination., it is submitted that claim 4 is 
likewise uonotwrnns. 

The P TO has indicated that Bilsfci is only relied upon for the location of the chemical 
adding element radially and coaxially inside a mechanically active filter element and hence has 
o\.Au s ^ - x i cm luiOoi ( Ui\\i - to .chmg. However, the PTO may not ignore- those 
portions of a reference that lead one of skill in the art away from a claimed invention. The 
Federal Circuit has specifically prohibited such actions. A reference thai, leads one of ordinary 
skill in the art away from the claimed invention cannot render it unpatentably obvious. Dow 
s * <<<>>. k 1 U.S.P.Q.2d 1350 {Fed, Cir. 198?}. 

IX Claim 16 Is Non-Obvious over Brownawell, DeJovine and Robers, 

Robers discloses a bypass valve for use with a don at oil cooler. Robers is silent with 
regard to chemically active filter members, physically active filter media, and average particle 
size. Claim. 1.6 is dependent upon independent claim 13 and incorporates all of the limitations 
thereof. It is respectfully submitted that Robers fails to rectify the above noted deficiencies of 
Brownawell and DeJovine in regard to Appellants' claim 13 (section B2). Because the ref erences 
fail to teach all the limitations of claim 16, Appellants must conclude that claim 16 is non - 
obvious. 



In view of the foregoing, Applicants respectfully request the removal of the instant 
rejections. 

In the event the Examiner has any queries regarding the submitted arguments, the 
undersigned respectfully requests the courtesy of a telephone conference to discuss any matters in 
need of attention. 

If there are any additional charges with respect to this Appeal Brief please charge them to 
Deposit Account No. 06-1 1 30, 

Respectfully submitted, 

CANTOR COLBURN LLP 

By /MaryBGolotaC , 
Mary E. Golota 
Registration No, 36,8 i 4 

Dale: Wednesday, March 2 ! , 200? 

"U?ephotvi24,\>>.?4~;.^.!0 
! .U'SHttut ^a>"'' LV-~2"*V 
Customer No,: 23413 



VML CLAIMS APPENDIX 

Claim 1 . An oil filter, comprising: 

a hollow housing having an inlet and an outlet and defining a chamber therein with a 
•flow path between the inlet and outlet; 

a mechanically active filter member disposed, inside the housing in the flow path; and 

a chemically active filter member disposed inside the housing in the flow path; 

wherein the chemically active tiller member comprises a plurality of particles having 
interstitial spaces therebetween, said particles having an average diameter of from 0,1 to 6 
millimeters and being retained in said oil filter, the particles comprising a beneficial additive to be 
o asev <. o „*n o» as said v«>irc v uc.ih tes tlirough the interstitial spaces. 

Claim 2. The oil filter of claim 1 , wherein the beneficial additive comprises a basic salt that is 
at least one of the group consisting of calcium carbonate, potassium carbonate, potassium 
bicarbonate, aluminum dihydroxy sodium carbonate, magnesium oxide, magnesium carbonate, zinc 
oxide, sodium bicarbonate, sodium hydroxide, calcium hydroxide, potassium hydroxide, and 
mixtures thereof 

Claim 3. The oil filter of claim 1, wherein the particles further comprise a polymeric hinder 
selected from the group consisting ofpolyamides, polyimides, polyesters, polyoiefms, polysulfones, 
and mixtures thereof. 

Claim. 4, The oil filter of claim 1 , wherein the mechanically active filter element is substantially 
cylindrical in shape, and wherein the chemically active filter element is also substantially cylindrical 
in shape and is disposed radially and coaxially inside of said mechanically active filter element. 

Claim 5. The oil Alter of claim .1 , wherein the particles of the chemically active filter member 
are connected together to form a substantially integral permeable member. 
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Claim 6, The oi ! filter of claim 1 » wherein the particles are a product of a process comprising 
ihe steps of 

•providing the polymeric binder in a. finely divided form; 
mixing ihe polymeric hinder with the additive in a liquid solvent; 

" \, n vP 'v. il c K ndc nd tn > p<> ! < <. - u 
removing the solvent from the particles by evaporation. 

Claim 7. An oi! filter, comprising: 

a hollow housing having a tapping plate for placement proximate an engine surface, 
said, tapping plate having an outlet aperture formed therethrough and an inlet aperture formed 
therethrough and space apart from said outlet aperture; 

a mechanically acti ve filter element disposed within, said housing spaced away from 
said lapping plate; 

a substantially cylindrical dividing wall member disposed within said housing adjacent 
said tapping plate; 

said dividing wall member defining an inlet flow channel on the outside thereof within 
the housing and in fluid communication with said inlet aperture of said tapping plate; 

said dividing wall member .further defining an outlet flow channel therein in fluid 
communication, with said outlet, aperture of said tapping plate; and 

a chemically active filter member disposed within said inlet flow channel of said 
K >! <v5t> p t <n\ u ^ v , r-^vy p 1 \> and said mechanical filter element, 

said chemically active filter member comprising a plurality of particles retained in said 
oil filter having a diameter in a range of 0.10 to 6 mm, said particles consisting essentially of a 
beneficial additive to interact with engine oil as said engine oil circulates through the fitter, said 
beneficial additi ve consisting essentially of an antioxidant, a basic salt, or a mixture of a bask salt 
and an antioxidant, said antioxidant being selected from the group consisting of tmidazohne- 
phosphonate salts, substituted triazoles, sulfurked earboxylates, phenolic compounds, arylami.no 
compounds, substituted ihiazoles, substituted thiadiaxoies; phosphosuifurized olefins, zinc 
dithiophosphates, and zinc dialhyiditliiophosphates, aromatic sulfides, aromatic polysulfides, alky! 



t uv s si Jfurized olefins, sulfurized carboxylic acid esters, sulfurized ester- 



s uri' *• ae mi in i<?r 01 claim. 7, further comprising a foraminoHS divider disposed between tbe 

^ ^ v. > s ^ v ^ »Miii ( nd k nucha u uh «ct dt < est, ? en 

Claim 0, The oil rl Hoi oi'claim 7, wheaiu (he parlic vs of Use ehcmieulH aem e filler element 
are a product oi a process comprising the steps of: 

sev.'mrv Ua. [xnyniuic busdei sun- a finch domed i\<m ; 

onxmg iiu poHiucnc birder w uh ihe addnh e m u liquid sv'\ cm. 

k-mnm; the ni'Murc of hauler and uddruv one part c>es and 

:ena^ sup ds.. c-oh out lioui ise pu^ .vies h\ c\ ap<iradors 

Chun Id lUe-di filter »ueiarm \ \\ txrem the basu salt is selected h <n« tb«. a.KX.peoo^staia.of 
ealeiam e.alvuaie, potav-aau carbonate, potassnun bjcatboiurto, aluminum ddoun<\y sodum 
earho ru,- nui-Uvsnun oxide, t uiguesmi i carbonate /me oxide sodium mearbonate. sndkvu 
mo f ox:de v ;vu.N-aVm hydroxide, calcmoi K dioxide calcium hub-oxide, and imxunes ?kut.vf 

Ckam i,\ \ saepkmc dai , a r <dgt, lot ust in conjunction a nl an <ul TPter .-..nd supplemental" 
cartridge composing; 

a hollow housmg, comprising: 

a tapping elan, *or place 1 icnl proximate an engru. surface, ^ani lappnis: piak hmirgauvudo, 
^putum m ned suk-.Uinh.alh u'nKuh du-rethrougli and a i miel aiierttue formce. baereiltmaah and 
spaced ap„us uom sam oof el aperttax , 

a cap < vposne ^aid tapping pl.iU- foi placement pfo\imau. an ml lilies srad cap ha\ ua an nilei 
apenui e for sued subsu mai h cenirall> therethrough and an outlet aperture formed iheremtougli aue. 
spaced apart from, said inlet aperture; 

an outer wall connecting saia can and said tapping plate: 

a sa-^uun ,dh o, arcuc<d du icnngwail niembci disposed^ ulcus sod Lm.sm^and sopauusm 
said houhUii.- ades ^i mm an in)U floss cluund m llnuiuumiiunk annuo, uhsaid unci upefsnieofoaul 



tapping plate, and an outlet flow channel hi fluid communication with said outlet aperture of said 
lapping plate: and 

a chemically active filter member disposed within said inlet flow channel of said, housing, 
->a»e *. k':n < -a ^ e ff \ ncnhei eorjpnsmg a plan K\ of purhe £ v,\ sue a aham-ic 1 * a sange 
of 0. 1 0 to 6 ram, said particles consisting essentially of a beneficial additive, said beneficial additive 
»nse>Unfc esses n f \ of\a e ,ss one of an antioxidant, or a mixture of a basic salt and an antioxidant. 

Claim 14. The supplemental cartridge of claim 13, wherein the basic salt is selected from the 
group consisting of calcium carbonate, potassium carbonate, potassium bicarbonate, aluminum 
di hydroxy sodium carbonate, magnesium oxide, magnesium carbonate, zmc oxide, sodium 
bicarbonate, sodium hydroxide, potassium hydroxide, calcium hydroxide, and mixtures thereof 

Claim 15. The supplemental cartridge of claim 1 3, wherein the particles of the chemically active 
iilier element are a product of a process comprising the steps of: 

separating the polymeric hinder into a .finely divided form.; 

nuxmg the polymeric binder with the additive in a liquid solvent; 

forming the mixture ofbinder and additive into particles; and 

removing the solvent from the particles by evaporation. 

Claim 16. The supplemental cartridge of claim 13, further comprising: 

an auxiliary inlet tube attached to said outer wall of said ho using and being in fluid 
communication with said inlet flow channel thereof; and 

an auxiliary outlet tube attached to said outer wall of said housing and being in 
fluid communication with said interior thereof. 

Claim 17. The oil filter of claim. 1 wherein the beneficial additive comprises an antioxidant 
that is at least one of the group consisting of imidazoline-phosphonate salts, substituted triazoles, 
sulfrked carboxyktes, phenolic compounds, axylamino compounds, substituted thiaxoies, 
substituted thiadiazoles, phosphosiu fori zed olefins, zinc dithiophosphates. and. zinc 
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dJn i!^ in is 1 l flu d opuu ma n utk n f ^ sni k 

^ i ^ jik s s tim p n s dc imn^. i sk t ) l> i i? > ^)s 4 1 Unsi 
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active fi Iter being disposed in. said fluid path such that fluid flowing through, said fluid path. must, pass 
through said mechanically active filter member; and 

a chemically active filter member disposed inside the housing, said chemically active 
tiller being disposed in. said fluid path such that fluid flowing through said fluid path must pass 
through said chemically active filter member: 

wherein the chemically active filter member comprises a plurality of particles retained in said oil 
filler, said particles comprising from 90 to 97% by weight of a beneficial additive to be released 
into engine oil as said engine oil. circulates through the oil filter, based on the total solid weight of 
the particles, wherein the beneficial additive comprises at. least one of an antioxidant an anti-- 
wear agent, a basic salt, or a mixture thereof 
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IX EVIDENCE APPENDIX 

There is no evidence submitted pursuant to 37 C.F.R, §1.130, 37 C.F.R. §1.13 L or 37 
C.F.R. §L).32 or any other evidence entered by the Examiner md relied upon by the Appellant in 
this appeal known to the Appellants, Appellants' legal representatives, or assignee. 
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